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DETAILED ACTION 
Election/Restrictions 

1 . Applicant's election with traverse of invention I and species A in category 1 , claims 1 -3 
and 27, in the reply filed on July 15, 2005 is acknowledged. While applicant does not appear to 
traverse the restriction requirement between inventions I and II because all claims directed to 
invention II were cancelled, the applicant traverses the species requirement. The traversal is on 
the ground(s) that searching the six species of category A would not be a serious burden on the 
examiner because the six species are members of a Markush group as discussed in MPEP § 
803.02. This is not found persuasive because the different species are claimed in separate 
independent claims rather than in a single claim as a plurality of alternatively usable members as 
in a typical Markush claim. Furthermore, even if the different species were claimed alternatively 
in a single claim, it would not result in a proper Markush claim. In most cases, a Markush type 
claim includes an alternative recitation of the members of the Markush group that share a 
common utility and share a substantial structural feature disclosed as being essential to that 
utility because there is not appropriate or true generic language. Here, while the six claimed 
species share a common utility, namely gripping articles, they do so with different structural 
features and therefore are not appropriate for a Markush type claim. Finally, it should be noted 
that if the applicant wished to traverse on the ground that the species are not patentably distinct, 
the applicant should have admitted (or submitted evidence showing) that the species are obvious 
variants of each other. In the absence of such an admission or evidence the claims will be treated 
as patentably distinct and the election of species requirement will be maintained. On the other 
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hand, if the applicant makes such an admission (or submits such evidence), the admission (or 
evidence) may be used in a rejection under 35 U.S.C. 103(a) of the non-elected invention. 
The requirement is still deemed proper and is therefore made FINAL. 

2. Claims 4-11, and 28 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b), as being drawn to a nonelected species, there being no allowable generic or linking 
claim. Applicant timely traversed the restriction (election) requirement in the reply filed on July 
15,2005. 

Drawings 

3. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show every 
feature of the invention specified in the claims. Therefore, the. frame, the support mounted on 
the frame, and the drive means for moving the movable member of the third means for picking 
up objects must be shown or the feature(s) canceled from the claim(s). No new matter should be 
entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the sheet, 
even if only one figure is being amended. The figure or figure number of an amended drawing 
should not be labeled as "amended." If a drawing figure is to be canceled, the appropriate figure 
must be removed from the replacement sheet, and where necessary, the remaining figures must 
be renumbered and appropriate changes made to the brief description of the several views of the 
drawings for consistency. Additional replacement sheets may be necessary to show the 
renumbering of the remaining figures. Each drawing sheet submitted after the filing date of an 
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application must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1 .121(d). If the changes are not accepted by the examiner, the applicant will 
be notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claim 1 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

Lines 9-13 recite "third means for picking up objects from the first means and depositing 
the objects at the second means, said third means including a movable member, and a support 
mounted o the frame; means supporting the member of the frame for movement relative to the 
first and second mean." This language renders the scope of the claims impossible to ascertain 
because it is unclear if the "support mounted on the frame" and the "means supporting the 
member on the frame" are separate structural element of the same structural element referred to 
with a slightly different label. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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7. Claims 1-2 and 27 are rejected under 35 U.S.C. 102(b) as being anticipated by Connell 
(U.S. Patent No. 5,275,082). 

Connell shows an apparatus which transfers objects between first means 12 and second 
means 60 mounted on a frame for holding and moving a plurality of objects. A third means 30 
picks up objects from the first means and transfers them to the second means with a movable 
member 20 and a support 32 mounted on the frame via an axis 40 connected to a drive means for 
moving the member. Object pick up devices 22 are mounted on the movable member with 
suction grippers 24 protruding therefrom that they operate to pick up and drop off objects. Thus 
Connell shows all the structure required by claims 1-2 and 27. 

8. Claim 27 is rejected under 35 U.S.C. 102(b) as being anticipated by Wurgler (U.S. patent 
No. 5,419,427). 

Wurgler shows an article pick up device 20 for use in transferring objects from a first 
location to a second location. The apparatus includes an array of object pick up devices 22 
having a gripper 89 or 160 protruding from the object pick up device for engagement with 
objects. Thus Wurgler shows all the structure required by claim 27. 

9. Claim 27 is rejected under 35 U.S.C. 102(b) as being anticipated by Bowler et al. (U.S. 
patent No. 4,927,205). 

Bowler et al. shows an article pick up device 20 for use in transferring objects from a first 
location to a second location. The apparatus includes an array of object pick up devices 26 
having a gripper 77 protruding from the object pick up device for engagement with objects. 
Thus Bowler et al. shows all the structure required by claim 27. 

Claim Rejections - 35 USC § 103 
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10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

1 1 . Claims 1-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over Wurgler. 
Wurgler shows an apparatus 20 for transferring objects from a first location to a second 

location. The apparatus includes a frame 39 and a plurality of article holding devices 22 that 
form a third means for picking up objects at a first location and transporting them to a second 
location. The article holding device forming the third means includes a movable member 46 and 
a support means 21, 28 for supporting the movable member on the frame for movement relative 
to the first and second locations. A drive means (not shown) moves the moving member through 
the support means. An article pick up device 160 having a gripper formed by a piercing probe 
including an expandable needle 168 may be mounted on the movable member so that it protrudes 
therefrom. The pick up device is operable to pick up an object at a first location, transport the 
object to a second location, and release the object thereby allowing the object to be placed at a 
second location. Thus Wurgler shows all the structure required by claims 1-4 except for the first 
means for holding a plurality of objects and the second means for moving objects away from the 
first means. However, it should be noted that the transfer device of Wurgler is intended to be 
used for holding and conveying bottles through a coating operation which would make up only 
step in their movement through a bottling plant. Therefore it would have been obvious to use the 
apparatus of Wurgler to pick up articles from a first means that conveys articles to and holds 
articles at a first location and to release articles at a second means that would move objects away 
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from the first means. When this is done, Wurgler would show all the structure required by 
claims 1-4. 

12. Claims 1-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bowler et al.. 

Bowler et al. shows an apparatus 20 for transferring objects from a first location to a 
second location. The apparatus includes a frame 48 and a plurality of article holding devices 26 
that form a third means for picking up objects at a first location and transporting them to a 
second location. The article holding device forming the third means includes a movable member 
56 and a support means 35, 38 for supporting the movable member on the frame for movement 
relative to the first and second locations. A drive means (not shown) moves the moving member 
through the support means. An article pick up device having a gripper formed by a piercing 
probe 74 including an expandable needle 76 may be mounted on the movable member so that it 
protrudes therefrom. The pick up device is operable to pick up an object at a first location, 
transport the object to a second location, and release the object thereby allowing the object to be 
placed at a second location. Thus Bowler et al. shows all the structure required by claims 1-4 
except for the first means for holding a plurality of objects and the second means for moving 
objects away from the first means. However, it should be noted that the transfer device of Butler 
is intended to be used for holding and conveying bottles through a coating operation which 
would make up only step in their movement through a bottling plant. Therefore it would have 
been obvious to use the apparatus of Butler et al. to pick up articles from a first means that 
conveys articles to and holds articles at a first location and to release articles at a second means 
that would move objects away from the first means. When this is done, Butler et al. would show 
all the structure required by claims 1-4. 
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13. Claims 3-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over Connell in 
view of Bowler et aL or Wurgler. 

Connell shows generally all the structure required by the claims except for the gripper 
comprising a piercing probe with an expandable needle. However, both Bowler et al. and 
Wurgler teach that grippers may advantageously be formed by piercing probes with expandable 
needles. Therefore it would have been obvious to one or ordinary skill in the art at the time of 
the invention to replace the grippers of Connell with the grippers of Bowler et al or Wurgler. 
When this is done, the resulting apparatus would have all the structure required by claims 3-4. 

Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Cooper and Japanese document number 2004-74317 show types of gripper devices that 
are similar to some of the species disclosed in the present application. 

15. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark A. Deuble whose telephone number is (571) 272-6912. 
The examiner can normally be reached on Monday through Friday except for alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gene O. Crawford can be reached on (571) 272-691 1. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



